REMARKS 

L Restriction Requirement 

According to the Restriction Requirement, election of one of the following 
inventions is required under 35 U.S.C. §121: 

I. Claims 1-8 and 11, drawn to a rubber mixture and its corresponding 
vulcanizate, 

II. Claims 9 and 10, drawn to a process for vulcanizing a rubber mixture, 
and 

III. Claim 12, drawn to a roll covering. 

Applicant provisionally elected Group I, with traverse during a telephone call 
with the Examiner on May 16, 2003. Applicant respectfully traverses the Restriction 
Requirement Under 35 U.S.C. § 121 an application may properly be required to be 
restricted to one of two or more claimed inventions only if they are able to support 
separate patents and are independent and distinct inventions. See MPEP 803. 
Applicant respectfully submits that if the search and examination of the entire 
application can be made without serious burden, the Examiner must examine the 
application on its merits, even though jt includes claims to independent and distinct 
inventions. See MPEP 803. 

plairns 1-8 and 11 are directed to a rubber mixture comprising, one or more 
carboxylated nitrile rubbery, ope pr morp metal salts of an acrylate, one or more 
liquid acrylates optionally gppjied pnto a support, from 0.01 to 8 phr of one or more 
silanes, and optionally further aidditiyes and/or fillers. Clairns 9-10 ape directed to 
processing comprising mixing the cornppnents of Group I and Clairn 12 is directed to 
a roll cpyering comprising the cpmponents of Group I. Applicant respectfully submits 
that 3\ single search encompassing (Sroup | arid directed to the claimed rubber 
gomppunds could be perform?d. i^lsp, Applicant submits that any additional search 
yyould npt ^nt9!l any "serious burden" on the Examiner, as the rubber compound is 
the essential element to all grpMPS- ^PPP'^f'''^9'Y^ Appljpant requests withdrawal pf 
th^ Restriction Requirement from Qroups I, || and NL 
11. Rejection under 35 U.S.C, S103<a) 

Qjajm? 1-8f and 11 were rejected urider 35 U.S.Q. § 103(a) as being unpatentable 
over Hert. et aL (U.S. Patent No. 5.985.392) in yleyy; of Fuiii, et al. (EP p 935S 381). 
Applicant respectfully traverses this ground of rejection. 
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Applicant respectfully submits that "in order to establish a prima facie case of 
obviousness, three basic criteria must be met. First, there must be some suggestion 
or motivation, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference. Second, there 
must be a reasonable expectation of success . Finally, the prior art references 
must teach or suggest all the claims limitations. "The teachings or suggestions to 
make the claimed combination and the reasonable expectation of success must both 
be found in the prior art, and not based on Applicant's disclosure." See MPEP § 
2142, citing In re Vaeck . 947 F.2d 488, 20 USPQ 2d. 1438 (Fed. Cir. 1991). 

The present invention is directed to a rubber mixture comprising one or more 
carboxylated nitrile rubbers, one or more metal salts of an acrylate, one or more 
liquid acrylates optionally applied onto a support, from 0.01 to 8 phr of one or more 
silanes, and, optionally further additives and/or fillers. Rubber mixtures according to 
the present invention are suitable for roll applications, because once vulcanized, they 
combine excellent hardness and excellent mechanical properties in the range from 
^^^dve^20Sh^^ DIN 53,506, even at elevated temperatures, which good 
resistance to abrasion, heat, water and basic chemicals. See page 8, lines 19-23. 
According to the present invention, good adhesion between the covering (i.e., the 
rubber mixture) and metal and within the covering is essential in preparing rolls. See 
page 8, lines 13-14. 

As illustrated in the Examples and Tables of the present invention, the rubber 
mixture clainried is soft enough to be mixed well and has an excellent hardness after 
vulcanization. See, Table 2 and 4, which illustrates the improved physical properties 
of rubber mixtures 1b-1e and 2c-2e, which were prepared according to the present 
inyentipn. Specifically, please note the Shore D values and tensile strength. 

Hert, et al. disclose? blends of thermoplastic arid rubbers which are adherent 
to thernipplastics. Example 4 of Hert, et al. discloses a rubber cpmpositipn including 
parbp)(ylated butadiene nitrile rubber, silica, silape, zinc QxicJe, and a vyax (which 
ipcjufJes zinc acrylate). According to Hert, et al. . the mbber composition is mixed 

^yyith a p o ly ethgrggtera rm de . Table 1 , discloses that the qoiribined mixture! has a 

Shore Hardness D pf 3oZ !Xs stated in the Office Action. Hert, et al. does not teach 
gach and ey^ ry ejement of the claimed invention, name|y, the liquid acrylate. 

Fujii. et al. discjoses highly saturated carboxylated nitrile popolymer rubbers 
and processes for the production thereof. Fujii, et al. teaches a rubber mixture 
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comprising a carboxylated nitrile group containing rubber having specified acid 
equivalents, infrared absorption, Mooney viscosity and iodine value and a 
crosslinking agent. See paragraphs 18 and 67. Fuiii. et al. teaches that useful 
crosslinking agents include sulfur type and organic peroxide type crosslinking 
agents. See paragraphs 67-79. Fuiii, et al. further discloses that with an organic 
typ e crosslinking agentJU s4:),re ferred to use in combination a crosslin kin g aid such 

{^^'^ ^ a trimethyiolpropane triroeth ^acrvlate. See paragraph 74. FurifTet al. doek not 
suggest that the rubber disclosed therein is soft enough to be mixed well and bias an 
excellent hardness. lUdcA/^^ ^ 

As disclosed in Tables 2-5 the rubber mixtures taught in Fujii, et al. have a 
^hafHn^s^, accordin g to JIS A which is very similar to Shore Hardness A, of between 

' \ 70-7 6^ ^uiii, et al. does not teach or suggest a rubber mixture comprising one or 
more carboxylated nitrile rubbers, one or more metal salts of an acrylate, one or 
more liquid acrylates optionally applied onto a support, from 0.01 to 8 phr of one or 
more silanes, and optionally further additives and/or fillers would have an excellent 
Shore Hardness D. In fact, Applicant submits that when the Shore Hardness A of a 
vulcanized rubbe r is in th e rang e of 80-90 th e scale o f Shore Hardness A b ecomes 
imprecise, as the scale of Shore H^'^^'^^^.^.A^nd^D^ in that range. Therefore, 

when the vu lcanized rubber gets that hard, the Shore HardriessD be 
measujced.^nd as noted in Tables 2 and 4 of the Specification of the present 
^ invention, the claimed rubber mixtures have a Shore Hardness A of between 90 and 
99 and have a Shore Hardness D between 40 and 70. Accordingly, the rubber of the 
claimed invention is m uch harder than the r ubber disclosed in Fuiii. et al. or Hert, et 

Applicant submits, that based on the facts above, pne skilled in the art would 
npt have been rnotivated to combipejhe disclosure of Hert. et al. and Fujii. et al. to 



arrive at a rubber mixture with an improvecj hardness because neither disclosed 



rubber mixture hgs^Sh(xeJHg^^ Applicant 
submits, th^t i§ was an ^expected result tp gchiev e such high hardness wjth the 
inventive rpixtur^. Therefone, for at least these reasons. Applicant subniits that Hert, 
et al. in view of Fuiii, et a/ fails to render the present invention obvious, and 
accoridingly, Applicant/requests withdravyal of the instant invention. 
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III. Rei ction und r 35 U.S.C, S103(a) 

Claims 1-8 and 11 were rejected under 35 U.S.C. §v 103(a) as being 
unpatentable over Fuchs (U.S. Patent No. 6,538,071) in view of Hert. et al. 
Applicant respectfully traverses this ground^X.CgjgSt^^ 

Applicant submits that Fuchs is not a prior art reference, which can be used 
as a rejection under 35^ U.S.C. § 102 and therefore can not be used as a prior art 
reference under § 103(a). See 35 U.S.C. §§ 102 and 103. Applicant submits that 
Fuchs issued (published) after Applicant filed the pending invention (Fuchs issued on 
March 25, 2003 and the present invention was filed in the US on January 15, 2003). 
Applicant further submits, they have requested and will file, a certified translation of 
the priority document, in the event that the Examiner issues an Office Action 
rejecting Claims 1-8 and 11 in view of any foreign equivalent publication of Fuchs . 
Applicant submits that to the best of their knowledge, the earliest publication date of 
Fuchs is March 7, 2001, which is after the priority date of January 17, 2001, claimed 
by Applicant. 

As the primary reference is not available, Applicant submits that as discussed 
above and as admitted in the Office Action, Hert. et al. does not teach or suggest 
every element of the claimed invention, namely the use of a liquid acrylate. See 
page 6, numbered paragraph 12. Therefore, Applicant submits that Hert, et al. does 
not teach or suggest each element of the invention and accordingly, Applicant 
requests withdrawal of this ground of rejection. 
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